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1. This Office action is in response to the amendment filed 9/27/04 and refers to the 
Office action mailed 4/21/04. 

2. Claims 21, 25, 27-37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 21 and its dependents 25 and 27-37 do not consistently use one term 
"composition" or "system" to refer to the subject matter sought to be protected by the claims, 
hence there is lack of clear, positive antecedent basis. 

3. The obviousness type double patenting rejection against USSN 09/300302 is 
withdrawn due to its abandonment. 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in pubhc policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 
1970); and. In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
apphcation. See 37 CFR 1.130(b). 
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Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 1-7, 10-18, 21, 23-25, and 27-37 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-9 of 
copending Application No. 08/96 1 956. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the claims have only minor differences 
between the two applications. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. The examiner notes that this copending case is still under 
prosecution and is now subject to appeal, though no appeal brief has yet been filed. 

6. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

7. Claims 1-7, 10-18, 21, 23-25 and 27-37 are rejected under 35 U.S.C. 102(a) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hidalgo Llinas as 
cited in and for the reasons of record in the previous Office action. 

8. Claims 1-7, 10-18, 21, 23-25 and 27-37 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Canich as cited in 
and for the reasons given in the previous Office action. 

9. Claims 1-7, 10-18, 21, 23-25 and 27-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Antberg in view of Welbom as cited in and for the reasons of record given in 
the previous Office action. 
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10. Applicant's arguments filed 9/27/04 have been fully considered but they are not 
persuasive. 

Regarding the obviousness rejection over Antberg in view of Welbom, in response to 
applicant's arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of references. 
See/« re Keller, 642 F.2d413, 208 USPQ 871 (CCPA 1981); In reMerck & Co., 800 F.2d 1091, 
23 1 USPQ 375 (Fed. Cir. 1 986). 

In response to applicant's argument that their invention results in lower fines in the 
polymer made using the catalyst of the present invention along with higher activity, the fact that 
applicant has recognized another advantage which would flow naturally fi-om following the 
suggestion of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

The obviousness rejection is based on the combination of the metallocenes of Antberg 
(top of p. 6) with the order of addition of ingredients of Welborn (p. 6, 1. 15-19). Both the 
MesSiO groups on the metallocenes of Antberg and the aluminum alkyl groups of the alumoxane 
of Welbom would have been expected to react with surface hydroxyl and bridging oxide groups 
of the supports used by Welbom, whether or not fiinctionalized, regardless of order of addition 
and depending on the stoichiometry of the reagents used. 

Regarding the 35 USC 102/103 inherency rejections over Hidalgo Llinas and Canich, 
applicants seem to misconstrue their nature. They are not either/or rejections, but rejections that 
recognize that given the combination of ingredients used in the prior art, the product formed 
therein may very well be identical to that of the claims under consideration. Given that the 
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present claims are drafted in product-by-process format and hence actually claim a product, the 
process used to make the product is essentially immaterial since, absent a showing of a 
difference between the prior art product and the claimed product , the claims are presumed to be 
anticipated by the prior art according to the holding in In re Best as cited in the last Office action. 
In this case, as noted previously, the burden of proof shifts to applicants that the prior art does 
not actually anticipate the invention by providing a properly executed showing under 37 CFR 
1. 132, not mere attomey's argument and not the matter presented as it is in Appendix I of the 
latest amendment. Given that it would be reasonable to expect either a functionalized or non- 
functionalized support to react in whatever order with an alumoxane and a metallocene in 
whatever proportions to provide a composition in which both are covalently bonded to the 
support, the use of the 35 USC 102/103 inherency rejections was considered appropriate and 
remains in force. 

1 1 . THIS ACTION IS MADE FINAL. AppHcant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing 
date of this final action. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Pasterczyk whose telephone number is 571-272-1375. The 
examiner can normally be reached on M-F from 9 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell, can be reached at ,57 1 -272- 1 362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubHshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll-free). 



/// Maria. Bell 
Supervisory Patent Examiner 
Tfechnology Center 1700 
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